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AMENDED PETITION TO CANCEL 

 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
  

 

In re Registration No. 3,372,884 (COLORWORX) 

   Registered January 22, 2008  

 

 

 )  

Joel L. Beling d/b/a Supa Characters Pty Ltd            )  

 )  

          Petitioner  )  

 ) Cancellation No. 92055374 

         V )  

 )  

Ennis, Inc.                                                                     )  

 ) PETITION TO CANCEL 

         Registrant )  

         )  

 )  

 )  

 )  

 )  

 )  

 )  

 )  

 

 

PETITION TO CANCEL  

  

Petitioner, JOEL L. BELING d/b/a Supa Characters Pty Ltd, Director of Supa Characters 

Pty Ltd, Barrister and Solicitor of the Supreme Court of Victoria, Doctor of Philosophy, 

believe that it is and/or will be damaged by U.S. Registration No. 3,372,884 (the 

“Registration”), registered in the name of Ennis, Inc. (hereinafter “Registrant”), a  

Texas corporation, having a place of business at 2441 Presidential Parkway, Midlothian, 

TX 76065, United States, and hereby petition to cancel said registration. 

 

With respect to standing, petitioner believes and alleges he has a real interest and direct 

and personal stake in the cancellation of Registrant’s Registration because he intends and 

desires, either by himself or through a third-party licensee, to offer for sale printing 

services - more specifically, those goods particularized in class 16 of Application No. 

85,324,443 (COLOR WARS) – using the words “color works” and because “color 

works” is a generic and descriptive term of the goods offered for sale by all sellers of 

printing services, printed goods and stationery, and more generally, any work produced in 

any industry involving the use of color.  Accordingly, Petitioner believes he has a 

reasonable basis to believe he will be damaged by Registrant’s Registration because 
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“COLORWORX” is simply an insignificant misspelling and abbreviated composite mark 

of “color works” or, in expanded form, “works of color,” terms which are necessary in 

the trade of goods and services involving works of color. Petitioner believes Registrant 

has no right to claim a continuing legal and trade monopoly over a word which is generic, 

descriptive and necessary for use generally by all sellers of goods involving works of 

color and in particular, by all sellers of printing services.    

 

The grounds for cancellation are as follows:  

 

COUNT I 

REGISTRANT’S COLORWORX REGISTRATION SHOULD BE CANCELLED 

AS THE TERM “COLORWORX” IS MERELY GENERIC 

15 U.S.C. § 1064(3) 

 

1. Petitioner incorporates all previous paragraphs by reference. 

 

2. Registrant is not entitled to exclusive use of the term “ColorWorx” or “Color 

Works” in commerce for the services specified in U.S. Registration No. 3,372,884. 

 

3. The term “color works” obviously refers to works of color.  As shown in Exhibits 

A and B, which contains reproductions of the websites for Oxford Dictionaries Online 

and Dictionary.com, both the words “color” and “works” are common and often-used 

words in the English language.  Both the words “color” and “works” function as either 

verbs, adjectives or nouns.  Moreover, in the Registrant’s Registration the words “color” 

and “works” can function as either verbs, adjectives or nouns to produce a name and 

description of goods and services which are generic and descriptive.  According to 

Oxford Dictionaries Online, the word “color,” in its noun form, may be defined as: 

 

1 [mass noun] the property possessed by an object of producing different sensations 

on the eye as a result of the way it reflects or emits light: the lights flickered and 

changed colour 

2. [count noun] one, or any mixture, of the constituents into which light can be 

separated in a spectrum or rainbow, sometimes including (loosely) black and white: a 

rich brown colour a range of bright colours. 

3. the use of all colours, not only black and white, in photography or television: he 

has shot the whole film in colour [as modifier]: colour television 

 

Similarly, according to Dictionary.com, the word “color,” in its noun form, may be 

defined as:   

 

1. the quality of an object or substance with respect to light reflected by the 

object, usually determined visually by measurement of hue, saturation, and 

brightness of the reflected light; saturation or chroma; hue. 

2.  the natural appearance of the skin, especially of the face; complexion: She has 

a lovely color. 

 3. a ruddy complexion: The wind and sun had given color to the sailor's face.  
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4. a blush: His remarks brought the color to her face.  

5.  vivid or distinctive quality, as of a literary work: Melville's description of a 

whaling voyage is full of color.  

6. details in description, customs, speech, habits, etc., of a place or period: The 

novel takes place in New Orleans and contains much local color.  

7. something that is used for coloring; pigment; paint; tint; dye. 

8. background information, as anecdotes about players or competitors or analyses 

of plays, strategy, or performance, given by a sportscaster to heighten interest in a 

sportscast. 

9. colors, a.any distinctive color or combination or pattern of colors, especially of 

a badge, ribbon, uniform, or the like, worn or displayed as a symbol of or to 

identify allegiance to, membership in, or sponsorship by a school, group, or 

organization. 

b. nature, viewpoint, or attitude; character; personality: His behavior in a crisis  

revealed his true colors.  

c. a flag, ensign, etc., particularly the national flag. 

d. U.S. Navy. the ceremony of hoisting the national flag at 8 a.m. and of lowering  

it at sunset. 

10.skin complexion of a particular people or race, especially when other than 

white: a man of color.  

11.outward appearance or aspect; guise or show: It was a lie, but it had the color 

of the truth.  

12. a pretext: She did it under the color of doing a good deed.  

13.Painting. the general use or effect of the pigments in a picture. 

14.Phonetics. timbre.  

15.Chiefly Law. an apparent or prima facie right or ground: to hold possession  

under color of title.  

16. Music. tone color.  

17. a trace or particle of valuable mineral, especially gold, as shown by washing 

auriferous gravel. 

18. Physics. any of the labels red, green, or blue that designate the three states in 

which quarks are expected to exist, or any of the corresponding labels for 

antiquark states. Compare quantum chromodynamics, quark model. 

19. Printing. the amount of ink used. 

20. Heraldry. a tincture other than a fur or metal, usually including gules, azure, 

vert, sable, and purpure. 

adjective  

21. involving, utilizing, yielding, or possessing color: a color TV. 

22. to give or apply color to; tinge; paint; dye: She colored her hair dark red.  

23. to cause to appear different from the reality: In order to influence the jury, he 

colored his account of what had happened.  

24. to give a special character or distinguishing quality to: His personal feelings 

color his writing.   

verb (used without object)  

25. to take on or change color: The ocean colored at dawn.  

26. to flush; blush: He colored when confronted with the incriminating evidence.  
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Similarly, according to Oxford Dictionaries Online, the word “works,” in its noun form, 

may be defined as: 

2a task or tasks to be undertaken: they made sure the work was progressing smoothly 

the materials for a task: she frequently took work home with her 

(in combination or with modifier works) chiefly British activity involving 

construction or repair: extra costs caused by additional building works 

informal cosmetic plastic surgery: between you and me, I think he’s had some work 

done 

(works) Theology good or moral deeds: the Clapham sect was concerned with works 

rather than with faith 

3a thing or things done or made; the result of an action: her work hangs in all the 

main American collections the bombing had been the work of a German-based cell 

[count noun] a literary or musical composition or other piece of art: a work of fiction 

(works) the artistic production of a particular author, composer, or artist, regarded 

collectively: the works of Schubert fill several feet of shelf space 

a piece of embroidery, sewing, or knitting, typically made using a specified stitch or 

method. 

4 (works) [treated as singular] chiefly British a place or premises in which industrial 

or manufacturing processes are carried out: he found a job in the locomotive works 

 

According to Dictionary .com, the word “works,” in its noun form, may be defined as: 

2. something on which exertion or labor is expended; a task or undertaking: The  

    students finished their work in class.  

3. productive or operative activity. 

6. materials, things, etc., on which one is working or is to work. 

7. the result of exertion, labor, or activity; a deed or performance. 

8. a product of exertion, labor, or activity: musical works. 

 

Similarly, according to Oxford Dictionaries Online, the word “works,” in its verb form, 

may be defined as: 

3(of a plan or method) have the desired result or effect: the desperate ploy had 

worked 

[with object] produce as a result: with a dash of blusher here and there, you can work 

miracles 

make efforts to achieve something; campaign: an organization working for a better 

life for people with mental illness 

(work on/upon) exert influence or persuasion on: she worked upon the sympathy of 

her associates 

[with object] use one’s persuasive power to stir the emotions of: the born politician’s 

art of working a crowd 

 

According to Dictionary .com, the word “works,” in its verb form, may be defined as: 

 

19. to act or operate effectively: The pump will not work. The plan works.  
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4. The words “color” and “works,” in respect to Registrant’s Registration, may be 

read, understood or interpreted a number of ways, with each word functioning as either a 

noun, verb or adjective to offer a commonly understood generic and descriptive version 

and purpose.  Registrant’s Registration is therefore so highly descriptive as to be 

unprotectable 

  

5. A random search of the term "Color Works" on the google.com search engine 

showed 2,500,000 hits for web pages. [See Exhibit C attached herewith and incorporated 

by reference.]  A random search of the term "Color Worx" on the google.com search 

engine showed 4,630 hits for web pages. [See Exhibit D attached herewith and 

incorporated by reference.]  A random search of the word "ColorWorx" on the 

google.com search engine showed 24,600 hits for web pages. [See Exhibit E attached 

herewith and incorporated by reference.] 

 

6. The general public would not understand or believe that printing services offered 

in connection with the term “ColorWorx” refers to Registrant. 

 

7. The composite and compound word “ColorWorx” is generic for and easily 

recognizable as “color works” or works of color, and therefore generic with regard to 

printing services concerning such services and other closely related goods and services.  

When the two ordinary words “color” and “works” are joined into a compound, they 

form a phrase which has a commonly understood meaning, i.e., works of color. 

 

8. Registrant cannot use the word “ColorWorx” as a trademark to indicate origin 

because “ColorWorx” is an insignificantly abbreviated and insignificantly misspelled 

composite of the words “color works,” which are themselves generic.  An abbreviation of 

a generic name which still conveys to the buyer the original generic connotation of the 

abbreviated name, is still “generic”: McCarthy on Trademarks, pg 12-90; see also In re 

Abcor Dev. Corp., 588 F.2d 811, 200 U.S.P.Q. 215 (C.C.P.A.1978).  A misspelling of a 

generic name which does not change the generic significance to the buyer, is still generic: 

American Aloe Corp. v Aloe Crème Laboratories, Inc., 420 F.2D 1248, 164 u.s.p.q. 266 

(7
th

 Cir. 1970).  Registrant’s Registration is neither distinctive, capable of distinguishing,  

fanciful, nor does it offer a different commercial impression to the term “color works,” 

and therefore is not protectable.  

 

9. The term “color works” is a name for goods and services offered by third party 

printers in general and third parties who trade in goods and services involving color in 

particular and therefore is necessary for these third parties to conduct trade. Other third 

parties, as shown in Exhibits F and H, use this name. 

 

 

10. Petitioner and other third parties have the right to use the term “color works” in 

connection with naming their printing services and other closely related goods and 

services. 
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 11. If Registrant is allowed to continue to maintain its registration for 

COLORWORX, Registrant would be able to continue to improperly obstruct Petitioner’s 

and other third parties’ generic use of the term “color works.” 

 

12. Because the term “COLORWORX” is incapable of serving as an indicator of 

source, Registrant’s U.S. Registration No. 3,372,884 should be cancelled or restricted.   

 

 

COUNT II 

REGISTRANT’S COLORWORX REGISTRATION SHOULD BE CANCELLED 

OR RESTRICTED AS THE TERM “COLORWORX” IS MERELY 

DESCRIPTIVE 

15 U.S.C. § 1052 (e) 

 

13. Petitioner incorporates all previous paragraphs by reference. 

 

14. Registrant’s use of the term “ColorWorx” is not unique or distinctive, being an 

insignificant misspelling and abbreviated compound of the words “color works”, which 

are consistent with other third party and common understanding of the words dating back 

decades.  The combination of the terms “color” and “works” to form “ColorWorx” fails 

to evoke a new and unique commercial impression, being merely descriptive.  This slight 

misspelling of the word “works” does not turn a descriptive or generic word into a non-

descriptive mark. See C-Thru Ruler Co. v. Needleman, (E.D. Pa. 1976). The addition of 

Registrant’s logo also fails to create a new and unique commercial impression, the logo 

being unremarkable, nondescript and non-distinctive. 

 

15. The term “color works” is merely descriptive of the services recited in 

Registrant’s COLORWORX Registration or descriptive of a significant feature of the 

services because the term “ColorWorx” refers to the subject matter of Registrant’s 

services, that is color works produced by printing services. Matter that “merely 

describes” the goods or services on or in connection with which it is used is not 

registrable on the Principal Register. As noted in In re Abcor Dev. Corp., 588 F.2d 811, 

813, 200 USPQ 215, 217 (C.C.P.A. 1978): 

The major reasons for not protecting such marks are: (1) to prevent the 

owner of a mark from inhibiting competition in the sale of particular 

goods; and (2) to maintain freedom of the public to use the language 

involved, thus avoiding the possibility of harassing infringement suits by 

the registrant against others who use the mark when advertising or 

describing their own products.  

 



AMENDED PETITION TO CANCEL 

 

16. In addition to being merely descriptive of printing services, Registrant’s 

Registration ought not be registered on the Principal Register absent a showing of 

acquired distinctiveness under 15 U.S.C. §1052(f).  Registrant has not shown such 

acquired distinctiveness and therefore registration should be cancelled. 

 

17. The term “color works” is necessary to accurately describe the subject matter of 

Petitioner’s and other third parties’ printing services and other closely and distantly 

related goods and services.  Other third parties, as shown in Exhibits F and H, use this 

description. 

 

18. Petitioner and other third parties have the right to use the term “color works” in 

connection with describing the subject matter of their printing services and other closely 

and distantly related goods and services. 

 

19. The term “ColorWorx” has not acquired distinctiveness or secondary meaning 

with respect to the services recited in Registrant’s U.S. Registration No. 3,372,884. 

 

20. If Registrant is allowed to continue to maintain its registration for 

COLORWORX, Registrant would be able to continue to improperly obstruct Petitioner’s 

and other third parties’ descriptive use of the term “color works.” 

 

21. Because the term “COLORWORX” is merely descriptive of Registrant’s services, 

Registrant’s U.S. Registration No. 3,372,884 should be cancelled or restricted.   

   

COUNT III 

REGISTRANT’S COLORWORX REGISTRATION SHOULD BE CANCELLED 

OR RESTRICTED BECAUSE IT IS NOT CAPABLE OF DISTINGUISHING 

REGISTRANT’S SERVICES 

15 U.S.C. § 1091(a) 

 

22. Petitioner incorporates all previous paragraphs by reference. 

 

23. “ColorWorx,” being an insignificantly abbreviated and misspelled composite and 

compound of the term “color works,” frequently encompasses activities in the field of 

printing services and other closely and distantly related goods and services.  See Exhibits 

F and H. 

 

24. Color works is and has been for decades used as a common term for the services 

described in U.S. Registration No. 3,372,884 and other closely and distantly related 

goods and services.  See Exhibits F and H. 

 

25. The Registrant’s use of the composite word “ColorWorx” is displayed in non-

distinctive lettering and therefore has no capacity to distinguish the Registrant’s goods 

and services from those of other traders. 
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26. Registrant’s logo/design is non-distinctive and therefore has no capacity to 

distinguish the Registrant’s goods and services from those of other traders. 

 

27. Because of the general nature of Registrant’s services - namely, the fact that 

“products are printed in 4-color process only” - and the fact that Registrant “is a ‘gang 

run’ style print company,” performing jobs “run on a press sheet with other jobs” which 

“will be run to standard color densities,” it is more important to distinguish its goods and 

services from those of other traders in general and other printers in particular.  [See 

Exhibit G, Printout of Registrant’s Website, attached herewith and incorporated by 

reference.]  Registrant does not offer unique, individualized and/or customized products 

for its customers and because of its mass production or “gang run” commercial printing 

style, its Registration is more likely to be confused with the names of and goods and 

services offered by other traders in general and other printers in particular.  [See Exhibits 

F and H attached herewith and incorporated by reference.]   

 

28. Because the term “ColorWorx” is incapable of distinguishing Registrant’s 

services under 15 U.S.C. § 1091(a), U.S. Registration No. 3,372,884 should be cancelled 

or restricted. 

 

WHEREFORE, Petitioner believes that he has been, is, and/or will be damaged by U.S. 

Registration No. 3,372,88 and pray that it be cancelled or restricted. 

 

Respectfully submitted,  

  

Dated:  May 9, 2012   

  /s/ Joel L. Beling        

Joel L. Beling 

1 Mirboo Court 

Dallas, Victoria, 3047 

Australia 

(03) 8307 6932 (telephone) 

0405 329 078 (cell) 

joelbeling@hotmail.com        

Petitioner 
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EXHIBIT LIST 
 

Exhibit A: Oxford Dictionaries Online definitions of “work” and “color” 

Exhibit B: Dictionary.com definitions of “work” and “color” 

Exhibit C: Results of Google Search of “Color Works” 

Exhibit D: Results of Google Search of “Color Worx” 

Exhibit E: Results of Google Search of “ColorWorx” 

Exhibit F: Websites of Other Traders Who Use the Phrase “Color Works” or  

     “Color Worx”  

Exhibit G: ColorWorx Website 

Exhibit H: USPTO TESS Search Results for “Color Works”  
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 
  

 

In re Registration No. 3,372,884 (COLORWORX) 

   Registered January 22, 2008  

 

 

 )  

Joel L. Beling d/b/a Supa Characters Pty Ltd            )  

 )  

          Petitioner  )  

 ) Cancellation No. 92055374 

         V )  

 )  

Ennis, Inc.                                                                     )  

 ) NOTICE OF RELIANCE 

         Registrant )  

         )  

 )  

 )  

 )  

 )  

 )  

 )  

 )  

 

 

NOTICE OF RELIANCE  

  

Petitioner, JOEL L. BELING d/b/a Supa Characters Pty Ltd, Director of Supa Characters 

Pty Ltd, Barrister and Solicitor of the Supreme Court of Victoria, Doctor of Philosophy, 

hereby serves notice, under the Federal Rules of Civil Procedure, that he wishes to rely 

on the websites referred to in the Exhibits attached to his Petition to Cancel, attached 

hereto. As to the significance and relevance of these websites, Petitioner relies on the 

information contained in paragraphs 1-28 of his Petition to Cancel. 
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Respectfully submitted,  

  

Dated:  May 9, 2012   

  /s/ Joel L. Beling        

Joel L. Beling 

1 Mirboo Court 

Dallas, Victoria, 3047 

Australia 

(03) 8307 6932 (telephone) 

0405 329 078 (cell) 

joelbeling@hotmail.com        

Petitioner 
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CERTIFICATE OF SERVICE 

  

I hereby certify that a true and correct copy of the foregoing PETITION TO CANCEL 

and NOTICE OF RELIANCE was served on all parties, this the 9
th

 day of May, 2012, by 

sending the same electronically through the Electronic System for Trademark Trials and 

Appeals (“ESTTA”) and by email, as consented to by the Registrant’s Attorneys, to the 

following:  

  

Scott A. Meyer  

CHALKER FLORES, LLP  

smeyer@chalkerflores.com    

tjacks@chalkerflores.com  

ATTORNEYS FOR REGISTRANT  

  

  /s/ Joel L. Beling        

              Joel L. Beling        

 



 

 

 

 

  

High Quality, Full Color 
ColorWorx provides the quality, full color printing 
you expect at an affordable price. We offer a full 
range of services to enhance your order, just tell us 
what you need!  

  

 
Quick Turnaround 
Most orders ship in 7 working days or less from 
receipt of acceptable artwork/disk.  

  

 
Low Quantities 
ColorWorx provides first class results on quantities 
as low as 500.  

  

 
ColorWorx...Guarantee 
We're proud of the work we do. And if we don't do it 
right, we'll make it right. Period. 

  

 
Standard Printing 
All standard ColorWorx products are printed in 4-
color process only. All PMS colors in files will be 
automatically converted to CMYK process 
equivalents. Be aware this can cause a slight color 
shift.  

  

 
Color Matching 
ColorWorx is a "gang run" style print company. Your 
job will be run on a press sheet with other jobs and 
will be run to standard color densities. The overall 
dominant color on a sheet may cause individual job 
colors to shift slightly. We make every effort to 
produce a reasonable representation; however, 
ColorWorx, like all other gang run commercial 
printers, does not guarantee an exact color match.  
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD 

 
 
In Re:  Application Serial No. 85/324,443 
For the Mark:  COLOR WARS 
Filed:  May 18, 2011 
Published in the Official Gazette:  January 17, 2012 
 
 _________________________________________ 
        ) 
 Ennis, Inc.      ) 
        ) 
   Opposer    ) 
        ) 
        )   Opp. No. ______________ 
   v.     ) 
        ) 
        ) 
 Joel L. Beling d/b/a Supa Characters Pty Ltd  ) 
        ) 
   Applicant    ) 
        ) 

_________________________________________ ) 
 

NOTICE OF OPPOSITION 
 

 Opposer, ENNIS, INC., a Texas corporation, having offices at 2441 Presidential 

Parkway, Midlothian, Texas 76065 (“Ennis” and/or “Opposer”), believes that it will be damaged 

by registration of the mark shown in Application Serial No. 85/324,443 by Joel L. Beling d/b/a 

Supa Characters Pty Ltd, having a listed business address of 1 Mirboo Court, Dallas, Victoria 

3047, Australia (“Beling” and/or “Applicant”), and hereby opposes the same and requests that 

the registration to the Application be refused. 

 As grounds for opposition, Opposer alleges as follows: 

 1. On May 18, 2011, Applicant filed an application to register the mark COLOR 

WARS in International Classes 016, 028 and 041 for the following as shown in Application 

Serial No. 85/324,443 (the “Applicant’s Mark”):   
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International Class: 016 
Adhesive bands for stationery or household purposes; Adhesive foils stationery; 
Adhesive tape dispensers for household or stationery use; Adhesive tapes for 
stationery or household purposes; Adhesive tapes for stationery purposes; 
Adhesives for stationery and household use; Adhesives for stationery or 
household purposes; Adhesives for stationery purposes; Adhesives in the form of 
tape for stationery; Art prints; Automatic paper clip dispensing machines for 
office or stationery use; Books in the field of superhero and cartoon characters; 
Brochures about superhero and cartoon characters; Cartoon prints; Cartoon strips; 
Color pencils; Color prints; Colorboard; Colored craft and art sand; Coloring 
books; Comic books; Comic magazines; Comic strips; Comic strips appearing in 
newspapers and other media; Comic strips' comic features; Comics; Desk 
mounted stationery cabinets; Desktop stationery cabinets; Dispensers for adhesive 
tapes for stationery or household purposes; Educational publications, namely, 
educational learning cards, flash cards, activity cards, workbooks, textbooks, 
activity books, story books, puzzle books, printed puzzles, teacher guides, 
manuals, posters and educational booklets in the field of superhero and cartoon 
characters; Envelopes for stationery use; File pockets; Glitter glue for stationery 
purposes; Glitter pens for stationery purposes; Glue for stationery or household 
purposes; Glue for stationery or household use; Glue pens for stationery purposes; 
Glue sticks for stationery or household use; Graphic fine art prints; Graphic prints 
and representations; Gummed tape for stationery or household use; Liquid paint 
felt tip marking and coloring applicators; Magazine columns about superhero and 
cartoon characters; Magazine sections in the field of superhero and cartoon 
characters; Magazine supplements to newspapers in the field of superhero and 
cartoon characters; Magazines in the field of superhero and cartoon characters; 
Newsletters in the field of superhero and cartoon characters; Newspaper cartoons; 
Newspaper comic strips; Office paper stationery; Office stationery; 
Organizational kit used in planning the design and apparel for special events 
containing color selection sample sheets, planning folders and fabric swatches; 
Organizational kits containing calendars, stationery, planning folders, templates 
and printed guidelines for planning social events; Organizers for stationery use; 
Packaged kits comprising printed instructional, educational, and teaching 
materials for educational activities in the field of superhero and cartoon 
characters; Paper stationery; Paper stationery with inspirational messages 
imprinted thereon; Partially printed forms; Paste for handicraft, for stationery or 
household purposes (banjaku-nori); Paste for stationery or household purposes; 
Pastes and other adhesives for stationery or household purposes; Pencil 
ornaments; Personalized coloring books for children; Photographic prints; 
Pictorial prints; Polyester film for use as a paper substitute for dry toner 
xerographic imaging, namely, laser printing, color copier printing, dry toner 
printing, screen printing, and offset printing; Print engravings; Print letters and 
blocks; Printed art reproductions; Printed calendars; Printed certificates; Printed 
certificates for sports and/or entertainment fans; Printed certificates in the field of 
sports and/or entertainment; Printed children's coloring pages; Printed collector 
cards made primarily of paper and also including metal; Printed collector cards 
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made primarily of paper but also including metal; Printed emblems; Printed 
forms; Printed graphs; Printed greeting cards with electronic information stored 
therein; Printed holograms; Printed material in the nature of color samples; 
Printed materials, namely, curricula in the field of superhero and cartoon 
characters; Printed materials, namely, journals featuring superhero and cartoon 
characters; Printed materials, namely, novels and series of fiction books and short 
stories featuring scenes and characters based on video games; Printed materials, 
namely, press releases featuring superhero and cartoon characters; Printed 
materials, namely, written articles in the field of superhero and cartoon characters; 
Printed matter, namely, paper signs, books, manuals, curriculum, newsletters, 
informational cards and brochures in the field of superhero and cartoon 
characters; Printed music books; Printed news releases in the field of superhero 
and cartoon characters; Printed pamphlets, brochures, manuals, books, booklets, 
leaflets, flyers, informational sheets and newsletters, adhesive backed stickers, 
and kits comprising one or more of the foregoing materials in the field of 
superhero and cartoon characters; Printed paper labels; Printed paper signs; 
Printed patterns; Printed periodicals in the field of movies; Printed periodicals in 
the field of music; Printed periodicals in the field of plays; Printed periodicals in 
the field of tourism; Printed wine and beer bottle labels incorporating a feature 
that changes color in response to fluctuation in temperature of the contents of the 
bottle to which the label is affixed; Prints; Prints in the nature of superhero and 
cartoon characters; Protractors; Publications, namely, brochures, booklets, and 
teaching materials in the field of superhero and cartoon characters; Publications, 
namely, books, journals, magazines and comic books in the fields of superhero 
and cartoon characters; Red algae gelatine glue, for stationery or household 
purposes (funori); Reinforced stationery tabs; Seals; Self-adhesive tapes for 
stationery and household purposes; Souvenir programs concerning superhero and 
cartoon characters; Stationery; Stationery boxes; Stationery cases; Stationery 
folders; Stationery writing paper and envelopes; Stationery-type portfolios; 
Stickers; Syndicated columns dealing with superhero and cartoon characters; 
Syndicated magazine sections dealing with superhero and cartoon characters; 
Syndicated newspaper columns dealing with superhero and cartoon characters; 
Workbooks directed to superhero and cartoon characters 
 
International Class: 028 
Action figure toys; Action figures; Action figures and accessories therefor; Action 
skill games; Action target games; Action-type target games; Aero-dynamic disk 
for use in playing catching games; Amusement game machines; Amusement park 
rides; Apparatus for electronic games other than those adapted for use with an 
external display screen or monitor; Arcade game machines; Arcade game 
machines activated by medals or tokens; Arcade game machines for team play; 
Arcade games; Arcade racing game machines; Arcade redemption game machines 
which dispense tickets or the like to successful players; Arcade virtual shooting 
game machines; Arcade-type electronic education video games; Arcade-type 
electronic video games; Articles of clothing for toys; Athletic equipment, namely, 
striking shields; Balloons; Bath toys; Bathtub toys; Battery operated action toys; 
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Battery-powered computer game with LCD screen; Bean bag dolls; Bendable 
toys; Electric action toys; Electric toy train transformers; Electronic action toys; 
Electronic learning toys; Electronic novelty toys, namely, toys that electronically 
record, play back, and distort or manipulate voices and sounds; Electronic toy 
building blocks that light up as a night light; Electronic toy vehicles; 
Electronically operated toy motor vehicles; Fantasy character toys; Infant toys; 
Inflatable bath toys; Inflatable toys; Mechanical toys; Miniature toy helmets; 
Model toy vehicles; Modeled plastic toy figurines; Non-electronic toy vehicles; 
Non-riding transportation toys; Plastic character toys; Plush toys; Positionable 
printed toy figures for use in games; Positionable printed toy figures for use in 
puzzles; Positionable toy figures; Printing toys; Pull toys; Push toys; Radio 
controlled toy vehicles; Ride-on toys; Rideable toy vehicles; Role playing toys in 
the nature of play sets for children to imitate real life occupations; Sand toys; 
Sandbox toys; Soft sculpture plush toys; Soft sculpture toys; Squeezable 
squeaking toys; Stuffed and plush toys; Stuffed toys; Toy action figures; Toy 
action figures and accessories therefor; Toy airplanes; Toy and novelty face 
masks; Toy armor; Toy balloons; Toy boats; Toy cars; Toy figures; Toy guns; 
Toy masks; Toy model cars; Toy robots; Toy swords; Toy tools; Toy trains and 
parts and accessories therefor; Toy vehicles; Toy vehicles and accessories 
therefor; Toy vehicles with transforming parts; Toy vehicles, namely, caster 
boards; Toy watches; Toy water globes; Toy weapons; Toy zip guns; Toys, 
namely, children's dress-up accessories; Toys, namely, puppets and accessories 
therefor; Transforming robotic toy vehicles; Transforming robotic toys; Water 
squirting toys; Water toys; Wind-up toys; Wind-up walking toys 
 
International Class: 041 
Educational and entertainment services, namely, a continuing program about 
superhero and cartoon characters accessible by radio, television, satellite, audio, 
video and computer networks; Educational and entertainment services, namely, 
providing motivational and educational speakers; Entertainment and education 
services in the nature of a series of short shows featuring superhero and cartoon 
characters distributed to mobile handsets, which may include video, text, photos, 
illustrations or hypertext; Entertainment and education services in the nature of 
live dance and musical performances; Entertainment and education services, 
namely, providing recognition and incentives by way of celebrations and awards 
to girls from underserved communities who have completed their high school 
careers successfully and who are going on to college; Entertainment and 
educational services in the nature of on-line competitions in the field of 
entertainment, education, culture, sports, and other non-business and non-
commercial fields; Entertainment and educational services, namely, providing a 
website that displays various requests, reviews, recommendations, rankings, 
trackings, votes, and information relating to uncreated, unreleased, new, special, 
popular, and rare products, services, and events in the fields of pop culture, 
entertainment, education, and sports, all exclusively for non-business and non-
commercial transactions and purposes; Entertainment and educational services, 
namely, providing advice and information for music, video and film concept and 
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script development; Entertainment and educational services, namely, the 
presentation of seminars, lectures, workshops and panel discussions, and ongoing 
television and radio talk shows all in the field of public interest concerning 
superhero and cartoon characters; Entertainment and educational services, 
namely, the presentation of seminars, workshops and panel discussions, and 
ongoing television and radio shows all in the field of superhero and cartoon 
characters; Entertainment in the nature of on- going television programs in the 
field of superhero and cartoon characters; Entertainment in the nature of visual 
and audio performances by superhero and cartoon characters; Entertainment in the 
nature of visual and audio performances, and musical, variety, news and comedy 
shows; Entertainment in the nature of visual and audio performances, namely, 
musical band, rock group, gymnastic, dance, and ballet performances; 
Entertainment in the nature of visual and audio performances by an actor; 
Entertainment information; Entertainment information services, namely, 
providing information and news releases about a musical artist; Entertainment 
media production services for motion pictures, television and Internet; 
Entertainment services in the nature of a non-fiction television programming 
series on topics relating to family stories told by family members to preserve their 
heritage; Entertainment services in the nature of on-going television programs in 
the field of children's entertainment; Entertainment services, namely, displaying a 
series of films; Entertainment services, namely, planning and conducting a series 
of film festivals; Entertainment services, namely, providing a web site featuring 
non-downloadable musical performances, musical videos, related film clips, 
photographs, and other multimedia materials featuring superhero and cartoon 
characters; Entertainment, namely, a continuing superhero and cartoon characters; 
show broadcast over television, satellite, audio, and video media; Film and video 
film production; Film and video production; Film and video production consulting 
services; Film production; Film studios; Media production services, namely, 
video and film production; Motion picture film production; Multimedia 
entertainment services in the nature of development, production and post-
production services in the fields of video and films; Multimedia entertainment 
services in the nature of recording, production and post-production services in the 
fields of music, video, and films; Operating of film studios; Production of DVDs, 
videotapes and television programs featuring superhero and cartoon characters; 
Production of films; Production of television and radio programmes; Production 
of television programs; Providing information and articles in the field of film, 
filmmaking, and entertainment via a global computer network; Providing online 
non-downloadable comic books and graphic novels; Provision of information 
relating to distribution of television shows, motion picture film and radio shows; 
Provision of information relating to television, motion picture film, audio and 
radio production; Provision of non-downloadable films and movies via a video-
on-demand service; Provision of non-downloadable films and television 
programmes via a video-on-demand service; Special effects animation services 
for film and video; Television, video and movie filming services 
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 2. Opposer is the owner of U.S. Trademark Registration No. 3,372,884 for the mark 

COLORWORX® (“Opposer’s Mark”).  Opposer’s Mark is valid, subsisting, and in full force and 

effect.  Since as early as August, 2002, Opposer, its predecessors, or its related companies have 

continuously used the COLORWORX Mark in interstate commerce as a trademark for a variety 

of printing goods and printing services including, but not limited to, business cards, letterhead, 

sell sheets, rack cards, postcards, brochures and posters (“Opposer’s Goods”).  Opposer’s Mark 

has also continuously appeared in substantial advertising and promotion of Opposer’s printing 

goods and printing services, such that the mark is closely identified with Opposer’s Goods and 

has gained very valuable public recognition.  Opposer has established an outstanding reputation 

as to the quality of its products sold under the COLORWORX Mark. 

 3. Opposer has continuously used its Mark in interstate commerce since long prior to 

any date upon which Applicant can rely.  By virtue of its sales of high-quality products bearing 

Opposer’s Mark in interstate commerce, its expenditures of considerable sums for promotional 

activities and the excellence of its products, Opposer has developed significant goodwill in its 

Mark and a valuable reputation. 

 4. Opposer’s trademark rights for the COLORWORX Mark has priority over 

Applicant’s Mark, inasmuch as Opposer has continuously used its Mark since it commenced use 

of its Mark, and Applicant’s application lists a filing date of May 18, 2011, and is listed as an 

intent-to-use application claiming priority pursuant to Section 44(d) of the Trademark Act, 15 

U.S.C. § 1126. 

 5. Applicant’s Mark so resembles Opposer’s Mark that has been and is currently 

used, as to be likely to cause confusion, or cause mistake, or to deceive, in violation of Section 
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2(d) of The Trademark Act, 15 U.S.C. §1052(d), when used on or in connection with Applicant’s 

Goods. 

 6. Under the circumstances, registration of Applicant’s Mark will injure Opposer by 

causing the trade and/or purchasing public to be confused and/or deceived into believing that 

Applicant’s Goods are those of Opposer or are sponsored by Opposer, to Opposer’s damage and 

detriment, and will place a cloud over Opposer’s title to its COLORWORX Mark in violation of 

Section 2(d) of the Trademark Act, 15 U.S.C. §1052(d). 

 7. Opposer’s COLORWORX Mark was well established long before the filing date 

of Applicant’s subject application, and at the time that Applicant filed the subject Application.  

Registration of Applicant’s Mark would diminish and dilute the distinctive quality of Opposer’s 

rights in its COLORWORX Mark in violation of 15 U.S.C. §1125(c).  Moreover, registration of 

Applicant’s Mark would diminish the advertising value of Opposer’s Mark, and such registration 

would, in the event of any quality problems involving the goods offered by Applicant, tarnish the 

distinctiveness of Opposer’s Mark. 

 8. Applicant’s Mark is the same as, or substantially the same as, Opposer’s Mark, 

including in visual appearance and in pronunciation. 

 9. Applicant’s Mark is likely to and/or has diluted and lessened the capacity of 

Opposer’s Mark to identify and distinguish Opposer’s Goods. 

 10. Applicant’s Mark so resembles Opposer’s continuously used and well-known 

Mark as to be likely, when used in connection with the goods as set forth in Applicant’s 

application, to lessen the capacity of Opposer’s Mark to identify and distinguish Opposer’s 

Goods. 
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 11. The subject application should be refused because Opposer’s rights of continuing 

its present use of its Mark in commerce are, or would be, threatened by Applicant’s registration 

of Applicant’s Mark for Applicant’s Goods, and because Opposer’s business would otherwise be 

damaged by Applicant’s registration of Applicant’s Mark for Applicant’s Goods. 

 WHEREFORE, Opposer believes that it will be damaged by registration of Applicant’s 

COLOR WARS mark and prays that the Trademark Trial and Appeal Board sustain this 

opposition and refuse to register Application Serial No. 85/324,443 with prejudice.   

Dated:  February 15, 2012 Respectfully submitted, 

 CHALKER FLORES, LLP 
 

 By:/s/ Scott A. Meyer   
  Scott A. Meyer 
  State Bar No. 24013162 
  Thomas G. Jacks 
  State Bar No. 24067681 
  14951 N. Dallas Parkway, Suite 400 
  Dallas, Texas 75254 
  (214) 866-0001 (telephone) 
  (214) 866-0010 (telecopy) 
  smeyer@chalkerflores.com  
  tjacks@chalkerflores.com 
 

ATTORNEYS FOR OPPOSER 
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CERTIFICATE OF SERVICE 

 
 I hereby certify that a true and correct copy of the foregoing NOTICE OF OPPOSITION 
was served on all parties, this the 15th day of February, 2012, by sending the same electronically 
through the Electronic System for Trademark Trials and Appeals (“ESTTA”) and first class mail, 
postage prepaid, to the following: 
 

Joel L. Beling 
1 Mirboo Court 
Dallas, Victoria 3047 
Australia 
 

 To our knowledge, Applicant is not domiciled in the United States and is not represented 
by an attorney or other authorized representative in the United States.  Pursuant to 37 C.F.R. § 
2.119(d), Opposer hereby requests that the USPTO TTAB send a copy of the foregoing NOTICE 
OF OPPOSITION directly to the Applicant. 
 
 

 /s/ Scott A. Meyer    
       Scott A. Meyer 
 
 



                                                                                                     

30/05/2012 Reply  ▼Reply 

From: Scott Meyer (smeyer@chalkerflores.com)   

Sent: Wednesday, 30 May 2012 11:13:26 PM  

To:  joel beling (joelbeling@hotmail.com)  

Cc:  Tom Jacks (tjacks@chalkerflores.com); Cynthia Minchillo (cminchillo@chalkerflores.com)  

Joel: 

Based upon the reasoning you set forth below, we do not consent to the addition of a fraud claim. 

Thanks, 

Scott 

___________________________________ 

Scott A. Meyer, P.C.  | Chalker Flores, LLP 

14951 North Dallas Parkway, Suite 400 | Dallas, Texas 75254 

Phone: 214-866-0001  | Fax:  214-866-0010  

smeyer@chalkerflores.com | www.chalkerflores.com  

 

- Chalker Flores, LLP - This transmission may be: (1) subject to the attorney-client privilege, (2) 

attorney work product, or (3) strictly confidential. If you are not the intended recipient of this 

message, you may not disclose, print, copy or disseminate this information. If you have received this 

in error, please reply and notify the sender (only) and delete the message. Unauthorized 

interception of this e-mail is a violation of federal criminal law.  

 

 

 

 

 

 

 

 



From: Scott Meyer  

Sent: Friday, May 25, 2012 4:41 PM 

To: 'joel beling' 

Cc: 'Tom Jacks'; Cynthia Minchillo 

Subject: RE: Joel L. Beling d/b/a Supa Characters Pty Ltd v. Ennis, Inc. (Cancellation Proceeding: 

92055374) 

Joel: 

We are reviewing the basis for your request but cannot have an answer to you today.  Monday is a 

holiday, so we plan to respond to you on Tuesday or Wednesday at the latest. 

Thanks, 

Scott 

__________________________________ 

Scott A. Meyer, P.C.  | Chalker Flores, LLP 

14951 North Dallas Parkway, Suite 400 | Dallas, Texas 75254 

Phone: 214-866-0001  | Fax:  214-866-0010  

smeyer@chalkerflores.com | www.chalkerflores.com  

- Chalker Flores, LLP - This transmission may be: (1) subject to the attorney-client privilege, (2) 

attorney work product, or (3) strictly confidential. If you are not the intended recipient of this 

message, you may not disclose, print, copy or disseminate this information. If you have received this 

in error, please reply and notify the sender (only) and delete the message. Unauthorized 

interception of this e-mail is a violation of federal criminal law.  

 

This communication does not reflect an intention by the sender or the sender's client or principal to 

conduct a transaction or make any agreement by electronic means. Nothing contained in this 

message or in any attachment shall satisfy the requirements for a writing, and nothing contained 

herein shall constitute a contract or electronic signature under the Electronic Signatures in Global 

and National Commerce Act, any version of the Uniform Electronic Transactions Act or any other 

statute governing electronic transactions.  

 

 

 

 



From: joel beling [mailto:joelbeling@hotmail.com]  

Sent: Friday, May 25, 2012 6:40 AM 

To: Scott Meyer 

Subject: RE: Joel L. Beling d/b/a Supa Characters Pty Ltd v. Ennis, Inc. (Cancellation Proceeding: 

92055374) 

Scott, 

Can you indicate by close of business today, Friday, whether you consent to my motion to amend my 

pleading. 

Thanks 

Joel 

 

-------------------------------------------------------------------------------- 

From: smeyer@chalkerflores.com 

To: joelbeling@hotmail.com 

CC: tjacks@chalkerflores.com 

Date: Tue, 15 May 2012 13:22:29 -0400 

Subject: RE: Joel L. Beling d/b/a Supa Characters Pty Ltd v. Ennis, Inc. (Cancellation Proceeding: 

92055374) 

 

Joel: 

Let me understand—you want to add a claim against Ennis for fraud because you were served with 

Requests for Admissions?  If my understanding is correct, then we do not consent.  If the basis for 

your desire to add a new claim is incorrect, please elaborate. 

Thanks, 

Scott 

__________________________________ 

Scott A. Meyer, P.C.  | Chalker Flores, LLP 

14951 North Dallas Parkway, Suite 400 | Dallas, Texas 75254 

Phone: 214-866-0001  | Fax:  214-866-0010  



smeyer@chalkerflores.com | www.chalkerflores.com  

 

 

From: joel beling [mailto:joelbeling@hotmail.com]  

Sent: Wednesday, May 09, 2012 9:17 AM 

To: Scott Meyer 

Subject: RE: Joel L. Beling d/b/a Supa Characters Pty Ltd v. Ennis, Inc. (Cancellation Proceeding: 

92055374) 

Scott, 

I seek your written consent to amend my petition to cancel to include a count for fraud. The basis for 

this request is your recently served request for admissions. 

I will be filing a motion to amend my pleading if consent is not granted. 

Thanks  

Joel 
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